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DETAILED ACTION 
Withdrawn Rejections 

1 . Any rejections and or objections, made in the previous Office Action, and not repeated 
below, are hereby withdrawn due to Applicant's amendments in the response dated August 1, 
2008. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

3. Claims 1 - 4, 7 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Chatwin et al. (USPN 5,310,222). 
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Chatwin et al. disclose a counterfeiting prevention label (Column 2, line 1) comprising: a 
base sheet (Column 6, lines22 - 23); and a volume hologram layer covering a part of a front 
surface of the base sheet (Column 7, lines 1 - 4); wherein the volume hologram layer has the 
shape of a ribbon (Column 6, lines 3-9) and extends between a first end of the base sheet and a 
second end of the base sheet opposite the first end (Figure 1, #3), the end surface of one end of 
the volume hologram layer is flush with the end surface of the first end of the base sheet (Figure 
1, #3), and the end surface of the other end of the volume hologram layer is flush with the end 
surface of the second end of the base sheet (Figure 1, #3), wherein a self-adhesive layer is 
formed on a back surface of the base sheet, and the adhesive layer is covered with a release sheet 
that is larger than the base sheet (Column 4, lines 46 - 56) as in claim 1 . With regard to claim 2, 
the base sheet has a quadrilateral shape (Column 4, lines 46 - 56), and the volume hologram 
layer extends between a first side of the base sheet and a second side of the same opposite the 
first side (Figure 1, #3). As in claim 3, the volume hologram layer is bonded to the front surface 
of the base sheet with a heat-sensitive adhesive layer or a pressure-sensitive adhesive layer 
(Column 6, lines 23 - 30). Regarding claim 4, the surface of the volume hologram layer not 
facing the base sheet is coated with a protective layer (Figure 1, #6). As in claim 7, the release 
sheet is larger than the base sheet, the base sheet, the volume hologram layer and the self- 
adhesive layer form a laminated structure, a plurality of laminated structures are arranged on the 
release sheet, and the laminated structures have substantially the same desired shape in a plane 
and are spaced apart from each other (Column 4, lines 46 - 56). Regarding claim 8, characters 
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are printed on the volume hologram layer and/or a part, not coated with the volume hologram 
layer, of the front surface of the base sheet (Column 4, lines 1 - 6). 



With regard to the limitation of the hologram layer being in the shape of a ribbon, it is 
well settled that a particular shape of a prior invention carries no patentable weight unless the 
applicant can demonstrate that the new shape provides significant unforeseen improvements to 
the invention. In the instant case, the application does not indicate any new, significant attributes 
of the invention due to its shape which would have been unforeseen to one of ordinary skill in 
the art. MPEP 2144.04. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to change the shape of the hologram layer. One skilled in the art 
would have been motivated to do so in order to change the appearance of the object to which the 
label is adhered. 

As to claim 1, the recitation that the volume hologram is "formed by a fransfer process" 
is a process recitation in a product. Product claims including process recitations are not limited 
by the manipulation of the recited steps, only the structure implied by the steps. See MPEP 
2113. In the present instance, the process steps imply that the volume hologram is part of the 
label structure. The reference discloses such a product (Column 2, line 1). 



4. Claims 1 - 4 are rejected under 35 U.S.C. 102(e) as being anticipated by Ishimoto et al. 
(USPN 6,818,270). 
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Ishimoto et al. disclose a counterfeiting prevention label (Column 1, line 7) comprising: a 
base sheet (Figure 2b, #14); and a volume hologram layer covering a part of a front surface of 
the base sheet (Figure 2b, #12); wherein the volume hologram layer has the shape of a ribbon 
and extends between a first end of the base sheet and a second end of the base sheet opposite the 
first end (Figure 2b, #12), the end surface of one end of the volume hologram layer is flush with 
the end surface of the first end of the base sheet (Figure 2b, #12), and the end surface of the other 
end of the volume hologram layer is flush with the end surface of the second end of the base 
sheet (Figure 2b, #12), wherein a self-adhesive layer is formed on a back surface of the base 
sheet (Figure 2b, #17), and the adhesive layer is covered with a release sheet that is larger than 
the base sheet (Figure 2b, #10) as in claim 1. With regard to claim 2, the base sheet has a 
quadrilateral shape (Figure 2b), and the volume hologram layer extends between a first side of 
the base sheet and a second side of the same opposite the first side (Figure 2b, #12). As in claim 
3, the volume hologram layer is bonded to the front surface of the base sheet with a pressure- 
sensitive adhesive layer (Figure 2b, #17; Column 2, lines 58 - 59). Regarding claim 4, the 
surface of the volume hologram layer not facing the base sheet is coated with a protective layer 
(Figure 2b, #18). 

With regard to the limitation of the hologram layer being in the shape of a ribbon, it is 
well settled that a particular shape of a prior invention carries no patentable weight unless the 
applicant can demonstrate that the new shape provides significant unforeseen improvements to 
the invention. In the instant case, the application does not indicate any new, significant attributes 
of the invention due to its shape which would have been unforeseen to one of ordinary skill in 
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the art. MPEP 2144.04. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to change the shape of the hologram layer. One skilled in the art 
would have been motivated to do so in order to change the appearance of the object to which the 
label is adhered. 

As to claim 1, the recitation that the volume hologram is "formed by a transfer process" 
is a process recitation in a product. Product claims including process recitations are not limited 
by the manipulation of the recited steps, only the structure implied by the steps. See MPEP 
2113. In the present instance, the process steps imply that the volume hologram is part of the 
label structure. The reference discloses such a product (Column 1, line 7). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chatwin et al. 
(USPN 5,310,222). 



Chatwin et al. disclose a counterfeiting prevention label (Column 2, line 1) comprising: a 
base sheet (Column 6, lines22 - 23); and a volimie hologram layer covering a part of a front 
surface of the base sheet (Column 7, lines 1 - 4); wherein the volume hologram layer has the 
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shape of a ribbon (Column 6, lines 3-9) and extends between a first end of the base sheet and a 
second end of the base sheet opposite the first end (Figure 1, #3), the end surface of one end of 
the volume hologram layer is flush with the end surface of the first end of the base sheet (Figure 
1, #3), and the end surface of the other end of the volume hologram layer is flush with the end 
surface of the second end of the base sheet (Figure 1 , #3), wherein a self-adhesive layer is 
formed on a back surface of the base sheet, and the adhesive layer is covered with a release sheet 
(Column 4, lines 46 - 56). However, Chatwin et al. fail to disclose a part, coated with the 
volume hologram layer, of the surface of the base sheet is depressed relative to a part, not coated 
with the volume hologram, of the surface of the base sheet to form a depression. 

With regard to the limitation the surface of the base sheet is depressed relative to a part, it 
is well settled that a particular shape of a prior invention carries no patentable weight unless the 
applicant can demonstrate that the new shape provides significant unforeseen improvements to 
the invention. In the instant case, the application does not indicate any new, significant attributes 
of the invention due to its shape which would have been unforeseen to one of ordinary skill in 
the art. MPEP 2144.04 Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to change the shape of the base layer. One skilled in the art would 
have been motivated to do so in order to change the appearance of the object to which the label is 
adhered. 
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Response to Arguments 

7. Applicant's arguments filed August 1, 2008 have been fiiUy considered but they are not 
persuasive. 

In response to Applicant's argument that Chatwin does not disclose the volume hologram 
extending between a first end of the base sheet and a second end of the base sheet opposite the 
first end, the end surface of one end of the volume hologram layer is flush with the end surface 
of the first end of the base sheet, and the end surface of the other end of the volume hologram 
layer is flush with the end surface of the second end of the base sheet, wherein a self-adhesive 
layer is formed on a back surface of the base sheet, and the adhesive layer is covered with a 
release sheet, Chatwin does disclose the hologram extends between a first end of the base sheet 
and a second end of the base sheet opposite the first end (Figure 1, #3) as the entire surface of the 
label is covered, the end surface of one end of the volume hologram layer is flush with the end 
surface of the first end of the base sheet (Figiire 1, #3), and the end surface of the other end of 
the volume hologram layer is flush with the end surface of the second end of the base sheet 
(Figure 1, #3) as the entire surface of the label is covered, wherein a self-adhesive layer is 
formed on a back surface of the base sheet, and the adhesive layer is covered with a release sheet 
(Column 6, lines 25 - 30). 

In response to Applicant's argument that Chatwin does not disclose the volume hologram 
in the shape of a ribbon, it is well settled that a particular shape of a prior invention carries no 
patentable weight unless the applicant can demonstrate that the new shape provides significant 
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unforeseen improvements to the invention. In the instant case, the application does not indicate 
any new, significant attributes of the invention due to its shape which would have been 
unforeseen to one of ordinary skill in the art. MPEP 2144.04. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to change the shape of the 
hologram layer. One skilled in the art would have been motivated to do so in order to change the 
appearance of the object to which the label is adhered in the absence of unforeseen results. 

In response to Applicant's argument that Ishimoto does not disclose the volume hologram 

extending between a first end of the base sheet and a second end of the base sheet opposite the 
first end, the end surface of one end of the volume hologram layer is flush with the end surface 
of the first end of the base sheet, and the end surface of the other end of the volume hologram 
layer is flush with the end surface of the second end of the base sheet, wherein a self-adhesive 
layer is formed on a back surface of the base sheet, and the adhesive layer is covered with a 
release sheet, Ishimoto does disclose the hologram extends between a first end of the base sheet 
and a second end of the base sheet opposite the first end (Figure 2b, #12), the end surface of one 
end of the volume hologram layer is flush with the end surface of the first end of the base sheet 
(Figure 2b, #12), and the end surface of the other end of the volume hologram layer is flush with 
the end surface of the second end of the base sheet (Figure 2b, #12), wherein a self-adhesive 
layer is formed on a back surface of the base sheet (Figure 2b, #17), and the adhesive layer is 
covered with a release sheet that is larger than the base sheet (Column 8, lines 43 - 56). 



Application/Control Number: 10/527,796 Page 10 

Art Unit: 1794 

In response to Applicant's argument that Chatwin does not disclose the volume hologram 
in the shape of a ribbon, it is well settled that a particular shape of a prior invention carries no 
patentable weight unless the applicant can demonstrate that the new shape provides significant 
unforeseen improvements to the invention. In the instant case, the apphcation does not indicate 
any new, significant attributes of the invention due to its shape which would have been 
unforeseen to one of ordinary skill in the art. MPEP 2144.04. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to change the shape of the 
hologram layer. One skilled in the art would have been motivated to do so in order to change the 
appearance of the object to which the label is adhered in the absence of unforeseen results. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Nordmeyer whose telephone number is (571)272- 
1496. The examiner can normally be reached on Mon.-Thurs. from 10:00-7:30 & alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena L. Dye can be reached on (571) 272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Patricia L. Nordmeyer 
Primary Examiner 
Art Unit 1794 

/Patricia L. Nordmeyer/ 
Primary Examiner, Art Unit 1794 



